REMARKS 

In the Office Action mailed April 9, 2002 in the parent application, claims 1-7 and 9- 
10 stand rejected under 35 U.S.C. §112, second paragraph, as being indefinite. Claim 1 has been 
amended to clarify that the damping valve is arranged in the piston. In view of the amendments and 
remarks, it is respectfully submitted that independent claim 1 is now definite and the rejection of 
• claim 1 as indefinite should now be withdrawn. Dependent claims 2-7 and 9-10 were rejected as 
dependent on independent claim 1 and therefore the rejection of claims 2-7 and 9-10 should now be 
withdrawn. 

Claims 1-6, 9 and 10 stand rejected under 35 U.S.C. §1 02(b) as anticipated by U.S. 
Patent No. 4,971 ,1 80 (Kobayashi). 

Claims 7 stand rejected under 35 U.S.C. §103 as unpatentable over Kobayashi. 

Before discussing the cited prior art and the Examiner's rejections of the claims in 
view of that art, a brief summary of the present invention is appropriate. The present invention 
relates to a vibration damper having a variable damping force. The vibration damper includes a 
cylinder filled with a damping medium and a piston fastened to a piston rod is arranged in the 
cylinder for axial movement in the cylinder. The piston divides the cylinder into upper and lower 
working spaces. Non-return valves 1 and 2 are arranged in the piston, wherein non-return valve 1 
allows flow therethrough providing a damping force in the compression stage and non-return valve 
2 allows flow therethrough providing a damping force in the rebound or extension stage. A 
damping valve 3 is arranged in the piston which includes a valve body and a valve seat defining a 
flow path therebetween. The flow path is arranged in series with both of the non-return valves 1,2 
and is active in both the compression and rebound stages. The damping valve has a variable 
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clamping effect which produces a variable damping force that offsets the damping force of the non- 
return valves 1, 2. 

Independent claim 1 has been amended and now recites "a damping valve arranged 
in said piston and comprising a valve body and a valve seat defining a flow path therebetween, 
said damping valve having a selectively adjustable variable damping action and arranged in 
series with each of said first and second non-return valves, thereby acting in both said rebound 
and compression directions of the vibration damper so that the variable damping action offsets 
the damping force provided by each of said first and second non-return valves". Support for the 
"selectively adjustable variable damping action" is found in the specification at page 9, lines 9-1 1 
and page 9, line 18 to page 10, line 8. 

It is respectfully submitted that independent claim 1 is allowable over Kobayashi 
because Kobayashi fails to disclose, teach, or suggest a damping valve having a selectively 
adjustable variable damping action which produces a variable damping force that offsets the 
damping force of the non-return valves in the piston. In contrast to the claimed invention, 
Kobayashi discloses a vibration damper in which a solenoid valve is arranged in series with non- 
return valves 42, 36 but does not produce a damping force that offsets the damping force of these 
valves. Rather, Kobayashi discloses that a spool 94 of the solenoid opens or closes the path to the 
valves 42, 36. As stated in col. 5, lines 28-34 of Kobayashi, the spool 94 and the path 96 opened by 
the spool 94 "does not affect the damping force". Accordingly, the spool 94 and path 96 disclosed 
by Kobayashi fail to teach or suggest a "damping valve having a selectively adjustable variable 
damping action and arranged in series with each of said first and second non-return valves, 
thereby acting in both said rebound and compression directions of the vibration damper so that 
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the variable damping action offsets the damping force provided by each of said first and second 
non-return valves" as recited in independent claim 1. 

Furthermore, Kobayashi discloses a passage 50 which affords a communication path 
between the first and second working chambers without passing through the piston. This passage 
allows fluid to be exchanged between the two spaces even if the passage 96 is blocked. This 
teaches away from the limitation "wherein said damping valve in series with said first and second 
non-return valves comprise a sole passage for said damping medium through said piston between 
said two working spaces such that said damping fluid is required to flow through said flow path 
of said damping valve when damping fluid is exchanged between said two working spaces in the 
rebound and the compression directions of the vibration damper". 

In view of the above amendments and remarks, it is respectfully submitted that 
independent claim 1 is allowable over Kobayashi. Dependent claims 2-7, 9, and 10, being 
dependent on independent claim 1, are allowable for at least the same reasons as independent 
claim 1. 

The application is now deemed to be in condition for allowance and notice to that 
effect is solicited. 

This preliminary amendment is presented to eliminate multiple dependencies in the 
claims and to place the application in better form for examination. No new matter has been 
added. Early examination and favorable consideration of the above-identified application is 
earnestly solicited. 
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Any additional fees or charges required at this time in connection with the 
application may be charged to our Patent and Trademark Office Deposit Account No. 03-2412. 

Respectfully submitted, 

COHEN, PONTANI, LIEBERMAN & PAVANE 



By 




Thomas C. Pontani 

Reg. No. 29,763 

551 Fifth Avenue, Suite 1210 

New York, N.Y. 10176 

(212) 687-2770 



October 9, 2002 
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In the Claims: 

1 . (Amended) A vibration damper with variable damping force, comprising: 
a working cylinder filled with damping medium; 

a piston fastened to a piston rod arranged in an axially movable manner in said 
working cylinder and dividing the working cylinder into two working spaces; 

first and second non-return valves arranged in said piston for respectively 
providing a damping force for the rebound and compression directions of the vibration damper; 
and 

a damping valve arranged in said piston and comprising a valve body and a valve 
seat defining a flow path therebetween, said damping valve [being arranged in one of said piston 
and said piston rod] having a selectively adjustable variable damping action and arranged in 
series with each of said first and second non-return valves, thereby acting in both said rebound 
and compression directions of the vibration damper so that the variable damping action offsets 
the damping force provided by each of said first and second non-return valves , wherein said 
damping valve in series with said first and second non-return valves comprise a sole passage for 
said damping medium through said piston between said two working spaces such that said 
damping .fluid is required to flow through said flow path of said damping valve when damping 
fluid is exchanged between said two working spaces in the rebound and the compression 
directions of the vibration damper. 
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